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BY TELEFAX
Office for Harmonization in the                           

Internal Market
Receiving Unit


Avenida de Europa 4

E.03008 Alicante


SPAIN

Torino, May 12, 2011
Our ref.: S0049708/001/FAJ-Smo 

(please always quote)

Re.: Application for Declaration of Invalidity of Community Trade Mark No. 5 554 779 
We act for Microsoft Corporation whose address is at One Microsoft Way, Redmond, Washington 98052-6399, USA; Sony Ericsson Mobile Communications whose address is at 3333 Piedmont Road, NE, Atlanta, GA 30305, USA and HTC Corporation, whose address is at No.23, Xsin-Hua Road, 330 Taoyuan, Taiwan,  the Applicants for a declaration of invalidity of Community trade mark No. 5 554 779 APPSTORE registered by Apple, Inc. in classes 35 and 42. 

Please find enclosed a copy of the application form including the grounds of invalidity filed on behalf of our client together with the evidence in support consisting of 10 Annexes. Three copies of the evidence, as requested in paragraph 3.1 of OHIM’s Notes on the Application Form for a Declaration of Invalidity of a Community Trade Mark are enclosed with this letter and the form.

Should you have any queries, please contact Fabrizio Jacobacci or Laetitia Lagarde on + 39 011 2413087 or by e-mail at fjacobacci@jacobacci-law.com and llagarde@jacobacci-law.com respectively.

 Yours faithfully,

Fabrizio Jacobacci

Encl.: - as above

Invalidity Application by Microsoft Corporation, Sony Ericsson Mobile Communications, HTC Corporation against Community Trade Mark Registration No. 005 554 779 APPSTORE in the name of Apple Inc.

GROUNDS OF INVALIDITY

[1] Microsoft Corporation, Sony Ericsson Mobile Communications and HTC Corporation (“the Applicants”) file a request for a declaration of invalidity against Community trademark No. 005 554 779 on the basis of Articles 52(1)(a) and 7 of Council Regulation (EC) No. 207/2009 of 26 February 2009 /(“CTMR”).

The Relevant Provisions

[2] Article 52(1)(a) CTMR, ‘Absolute Grounds for Invalidity’ provides:


“1. A Community trade mark shall be declared invalid on application to the Office or on the basis of a counterclaim in infringement proceedings:

(a) where the Community trade mark has been registered contrary to the provisions of Article 7”

[3] Article 7 CTMR, ‘Absolute Grounds for Refusal’ states:


“1. The following shall not be registered:

(a) signs which do not conform to the requirements of Article 4;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively on signs or indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods or of rendering of the service, or other characteristics of the goods or services;

(d) trade marks which consist exclusively of signs or indications which have become customary in the current language or in the bona fide and established practices of the trade”;
Summary of the Grounds of Invalidity 

[4] Applicants seek the invalidation of Community trade mark No. 005 554 779 on the following grounds:

a. the mark lacks distinctive character under Article 7 (1)(b);

b. the mark consists exclusively of a sign which designate the characteristics of the goods or services (Article 7(1)(c));

c. the mark consists exclusively of a sign or indication which has become customary in the trade (Article 7(1)(d))

The Community trade mark registration No. 5 554 779 consists of the expression “APPSTORE” printed in plain block capital letters. The trade mark is registered in respect of the following services:

Class 35: “Operating on-line marketplaces for buying, selling and exchanging computer software and on-demand applications”; 
Class 42: “Application service provider (ASP) featuring computer software in the field of business project management, business knowledge, information and asset management, customer relationship management, sales, marketing, e-commerce, electronic messaging, and web site development”.
 Invalidity under Articles 7(1)(b) and 7(1)(c) CTMR

[5] The mark in question is composed of the expression “APPSTORE” which consists of two word elements “APP” and “STORE”. The word APP is a common, generic term for software applications
 as reflected in common usage by consumers, companies operating in the relevant industry, the press and, last but not least, the trademark owner itself. APP is widely used in such meaning in several languages of the European Community. In English, in particular, the term APP is defined by several dictionaries. The Oxford’s on-line dictionary (Annex 1) specifically defines the term APP as “short for application”. The Webster’s on-line dictionary defines APP as ‘short for application programme’(Annex 2). Dictionary.com defines APP as ‘application programme’ and dates the origin of the word to 1985-1990 (Annex 3). Unsurprisingly, by searching the term APP on the search engine provided by www.google.it, the 6th hit after the sponsored links on the first page is the Wikipedia definition of “application software”, thus showing the identity of significance of APP with application software (Annex 4).

[6] The term STORE is a common generic term used to designate a place where retail services are provided. This term of English origin is also used in several other languages of the European Union either alone or in combination with other words and, importantly, in combination with the term APP as it will be illustrated and proved in the subsequent paragraphs. An excerpt from the Webster’s on-line dictionary (Annex 5) defines STORE as ‘a mercantile establishment for the retail sale of goods or services’.

[7] In short, the trade mark APPSTORE consists of a mere combination of two words each of which is generic or descriptive of characteristics of the services in respect of which it is registered. In such case, the trade mark remains generic/descriptive of those characteristics for the purpose of Article 7(1)(b) and (c) CTMR. “Merely bringing those elements together without introducing any unusual variations, in particular as to syntax or meaning, cannot result in anything other than a mark consisting exclusively of signs or indications which may serve, in trade, to designate the characteristics of the goods or services concerned” [Postkantoor C-363/99, paragraph 98]
.

[8] A trade mark consisting of descriptive or generic words may not be descriptive for the purposes of Article 7(1)(c) provided that it creates an impression which is sufficiently far removed from that produced by the mere combination of those elements
. To achieve this result, the combination should introduce some “unusual variations, in particular as to syntax or meaning”
. The sequence of the words APP and STORE, even if combined together, does not satisfy the minimum requirement set forth by the ECJ to have a minimal distinctive character when registered in connection with services such as “Operating on-line marketplaces for buying, selling and exchanging computer software and on-demand applications” in class 35 and “Application service provider (ASP) featuring computer software in the field of business project management, business knowledge, information and asset management, customer relationship management, sales, marketing, e-commerce, electronic messaging, and web site development” in class 42, as it simply describes a store where software applications can be purchased from or downloaded or otherwise obtained together with upgrades and updates of the same as well as any other service related to the provision of software applications. Indeed, the Office has already recognized that the combination of a generic or descriptive term with “store” does not result in a distinctive combination in the Intelligent Store
, Poolstore
, Caravanstore
  and Vanstore
 cases. The disfavour for the registration of combination of words including the term ‘store’ for retail store services
 has been authoritatively confirmed by the General Court in the Coffee Store case
.

Invalidity under Article 7(1)(d)

[9] The expression APPSTORE is customary in the trade to designate a store (also a virtual store) where software applications and related services can be obtained from. Annex 6, Annex 7, Annex 8 and Annex 9 show a wide variety of usages of the expression APPSTORE, or the terms APP and STORE, to designate these services originating from a variety of different undertakings: Annex 6 refers to use of the expression APPSTORE in Italian, Annex 7 in French, Annex 8 in English and Annex 9 in Spanish. It is therefore clear that APPSTORE is widely used as common term in the trade in the above languages as well as in all the languages of the European Union, to describe the services for which the Community trade mark in question has been registered. The amount of evidence, of which as samples have been produced as Annexes 6, 7, 8 and 9 is overwhelming in proving that the expression APPSTORE is incapable of distinguishing the services provided by one undertaking from those of the others as the same is used in the trade and the press in relation to application software stores operated by a variety of companies from Asus to Google, Vodafone, Intel, Proximamobile, Blackberry, LG and others.
In addition, it must be highlighted that Apple’s own founder and CEO Steve Jobs has used the expression “app stores” to identify competitors’ app stores for phones that use Google’s Android operating system (Annex 10).

Finally, a search on Internet shows that “App store” is used by other retailers as a descriptive element in the name of their stores, such as :

· AppStoreHQ 
· Amazon App Store

· App store blackberry 

· App store – Vodafone 

· Shopify App Store
· @metro App Store
· WinMoAppStore.com
· AndAppStore
· DirectTV App Store
· MiKandi.com – The World’s First Adult AppStore
· Sentrion App Store
Conclusions

[10] The Applicants request a declaration of invalidity on absolute grounds in respect of Community trade mark No. 005 554 779 in respect of all the services for which it is registered pursuant to Article 85(1) and Rule 94 of Commission Regulation (EC) No. 2868/95 implementing the CTMR (“IR”), the Applicants request payment of their fees and costs.

Respectfully submitted for an on behalf of

Microsoft Corporation, Sony Ericsson  Mobile Communications, HTC Corporation
Fabrizio Jacobacci

� Application software is contrasted with � HYPERLINK "http://en.wikipedia.org/wiki/System_software" \o "System software" �system software� and � HYPERLINK "http://en.wikipedia.org/wiki/Middleware" \o "Middleware" �middleware�, which manage and integrate a computer's capabilities, but typically do not directly apply them in the performance of tasks that benefit the user.. 


� See also Color Edition, C-408/08 P, paragraph 61: ”It is settled case-law that, as a general rule, the mere combination of elements, each of which is descriptive of characteristics of the goods or services in respect of which registration is sought, itself remains descriptive of those characteristics for the purposes of Article 7(1)(c) of the regulation” and Safeload, T-315/09 “Une marque constituée d’un néologisme ou d’un mot composé d’éléments dont chacun est descriptif des caractéristiques des produits ou des services pour lesquels l’enregistrement est demandé est elle-même descriptive des caractéristiques de ces produits ou de ces services, au sens de l’article 7, paragraphe 1, sous c), du règlement n° 207/2009”





� See Campinia Melkunie C- 265/00 paragraphs 40 and 41





� Ibid, paragraph 39


� “The mark applied for combines two words that are presented in a sequence, which is grammatically correct and intellectually meaningful. In the specific context of the goods at issue, the mark applied for conveys a promotional laudative message concerning the market value of the goods, i.e. that the software is able to exploit the information stored in such a way that systems, facilities and equipment on site can be managed more rationally, optimally and efficiently than they would otherwise be. Moreover, there is no element which would allow the view to be reached that the combination, created by the usual combination ‘INTELLIGENT STORE’ might have its own meaning which, in the perception of the relevant public, distinguishes the goods offered by the applicant from those of a different commercial origin. It follows that the trade mark for which registration is sought does not have a distinctive character for the purposes of Article 7(1)(b) CTMR”. Decision R-1209/2008-1, paragraph 28





� ‘As a consequence, taking into consideration both the meanings conferred to the sign and the goods it protects, “POOLSTORE” would be perceived by the relevant consumer without any additional mental effort, as an indication of the type of establishment retailing swimming pools and accessories thereto. Therefore, it reveals one characteristic of the goods for which the mark is registered, namely, that the goods offered by the proprietor come from or are supplied by swimming pool shops, thus indicating the type or nature of those goods, that of fitting or being appropriate to swimming pool installations’. Decision 2362C, paragraph 31





� Decision R-58/2005-4, paragraphs 20 – 24





� ‘Die zur Bezeichnung „VANSTORE“ verknüpften Teilelemente „VAN“ und „STORE lassen, und zwar auch ohne Leerstelle oder gar Bindestrich, in Verbindung mit den in Klasse 12 beanspruchten Waren nur die Deutung zu, dass es sich um eine Verkaufsstätte für (Klein-)Transporter handelt. Als Hinweis auf eine Verkaufsstätte für (Klein-) Transporter kann die Bezeichnung keine Herkunftshinweisfunktion haben, den es gibt zahlreiche derartige Verkaufsstätten verschiedenster Unternehmen’. Case R173/2002-4, paragraph 11





� The conflicting decision by the BoA in The Container Store case is the result of one of the most concise – barely three lines – motivation ever issued by the Office  (see �R-1181/2000-5, paragraph 11). Interestingly, The Container Store has never been mentioned again in support of any subsequent decision by the Office.





� ‘De plus, en application de la jurisprudence citée au point 33 ci-dessus, l’appréciation du caractère descriptif de la marque demandée telle qu’elle est perçue par le public concerné doit se faire en prenant en compte les produits et les services en cause. À l’égard des produits relevant des classes 30 et 32 et à l’égard des services relevant de la classe 43, il est manifeste que le public anglophone européen percevra la marque THE COFFEE STORE comme désignant un endroit où a lieu la vente de café, ou la consommation de ce produit ou de produits qui lui sont généralement associés. 


C’est donc à bon droit que la chambre de recours a considéré que le signe THE COFFEE STORE était constitué exclusivement d’indications pouvant servir à désigner la nature des produits et la destination des services relevant des classes 30, 32 et 43’ see T-323/05, paragraphs 42 and 43.
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